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DETAILED ACTION 



1 . Claims 7 1 - 1 1 0 are pending in the Application with claims 81-110 withdrawn from 
consideration as directed to non-elected invention. 



Double Patenting 



2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In reLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 



3 Claims 7 1 -80 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-48 of US patent 7,030,551 in view of 
Umeya ( US patent 6,028,581) thereafter Umeya 581 

With regard to claim 71-80, Claims 1-48 discloses all the invention of claims 71-80 of the 
present invention including a portable electronic book (claim 6, 12, 24,30,36,48 of US patent 
7,030,55 1) with plurality pf pixels with EL element and photoelectric conversion unit organized 
in a matrix ( usually in rectangular or square shape ) except for the specific use of an input pen 
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and the specific that the photodetector in the pixel matrix can provide the mean for detecting the 
coordinate of the portions of the pixel 

Umeya 581, however, discloses a potable electronic book ( column 1 lines 5-67, column 2 
lines 52) that use an input pen ( the abstract ) and the photodetector in the pixel matrix can 
provide the mean for detecting the coordinate of the portions of the pixel ( fig 4,fig 7, column 2 
lines 55-67 ) . 

Note that due to use individual photodiode as a mean to detect light activity of an 
individual pixel of the Umeya 581 disclosure; the coordinate detection of individual pixel is 
either inherent or obvious because the pixels in Umeya 581 disclosure is organized in row and 
column ( fig 4, fig 5) 

It would have been obvious to one of ordinary skill in the art the time the invention was 
made to incorporate this feature as taught by Umeya 581 into claims 1-48 of US patent 7,030,551 
and come up with the inventions of claims 71-80 of the present application. 

The rationale is as the following: 

A person skilled in the art would have been motivated to use the input pen on the 
inventions of claims 1-48 of US Patent 7,030,551 for market penetration into the electronics 
book business in order to achieve commercial success and profitability. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

5 . 5 . The Examiner notes that the claims of this Application have the limitation in the 

preamble. Please note that preamble is generally not accorded any patentable weight where it 
merely recites the purpose of a process or the intended use of a structure, and where the body of 
the claim does not depend on the preamble for completeness but, instead, the process steps or 
structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 
1976) andKropav. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

6. Claims 71,76-80 rejected under 35 U.S.C. 103(a) as being unpatentable over Yamauchi 
et al ( U.S. patent 5,640, 067) thereafter Yamauchi 067 in view of Bird ( U.S. patent 
5,386,543) thereafter Bird 067. 

With regard to claim 71, Yamauchi 067 discloses all the invention ( fig 4, column 1 lines 
5-10 ) of a display that can incorporate into a portable electronic book comprising: a plurality of 
pixels arranged in a matrix shape, each of the plurality of pixels comprising an EL element ( fig 
4 ). Not specific in Yamauchi 067 are the limitation wherein the device comprises a 
photoelectric conversion element over a same substrate; a means for making the EL element emit 
light; an input pen for reflecting a light emitted by the EL element and for inputting the light to 
the photoelectric conversion element of a portion of pixels among the plurality of pixels; and a 
means for detecting coordinates of the portion of the pixels. Bird 543 ( , fig 1, fib 5, the abstract) 
, however, discloses a display that can incorporate into an electronic book wherein the device 
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comprises a photoelectric conversion element over a same substrate; a means for making the EL 
element emit light; an input pen for reflecting a light emitted by the EL element and for inputting 
the light to the photoelectric conversion element of a portion of pixels among the plurality of 
pixels; and a means for detecting coordinates of the portion of the pixels 

It would have been obvious to one of ordinary skill in the art the time the invention was 
made to incorporate this feature as taught by Bird 543 into the device disclosed by Yamauchi 
067 and come up with the inventions of claim 71 of the present application. 

The rationale is as the following: 

A person skilled in the art at the time the invention was made would have been 
motivated to make the Yamauchi 067 device to be interactive ( such as the use the input pen ) 
to improve this device for market expansion in order to achieve commercial success and 
profitability. 

With regard to claims 76, Bird 543 ( fig 5,) discloses the use of photodiode for pixel light 
detection.. 

With regard to claim 77-79 , the features disclosed by those claims are the inherent or 
obvious features of an organic photo-diode known in the art at the time the invention was made 

With regard to claim 80 , this claim is obvious over Yamauchi 067 in view of Bird 543 
because the equivalent of a palm print or a finger print to a input pen disclosed by Bird 543 ( fig 
1) 
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ALLOWABLE SUBJECT MATTER 

9. Claims 72-75 would be allowable if Applicant can overcome the double patenting 
rejection of those claims and rewritten those claims in independent form that includes all the 
limitations of the base claim and any intervening claim. 

Claim 72-75 are considered allowable since the prior fails to teach the additional 
limitations as recited in claims 72-75 

10 When responding to the office action, Applicants are advised to provide the examiner 
with the line numbers and the page numbers in the application and/or references cited to assist 
the examiner to locate the appropriate paragraphs. 

11 A shortened statutory period for response to this action is set to expire 3 (three) 
months and 0 (zero) day from the day of this letter. Failure to respond within the period 
for response will cause the application to be abandoned (see M.P.E.P. 710.02(b)). 

12 Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d) in Application 
10/012,370 which paper has been placed of record in the file. 
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CONCLUSION 



13 Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thinh T Nguyen whose telephone number is 571-272-1790. The 
examiner can normally be reached on Monday-Friday 9:30am-6: 30pm.If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Steven Loke can be reached 
at 571-272-1657. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval [PAIR] system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Thinh T. Nguyen/ 

Patent Examiner 

Art Unit 2818 



